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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 
 
 
BRIGGS & STRATTON CORPORATION 
 
   Opposer, 
vs.  
 
HONDA GIKEN KOGYO KABUSHIKI KAISHA, 
 
   Applicant. 
 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
 
Opposition No. 91200832 (Parent) 
 

 
KOHLER CO. 
 
   Opposer, 
vs.  
 
HONDA GIKEN KOGYO KABUSHIKI KAISHA, 
 
   Applicant. 
 

) 
)
)
)
)
)
)
)
)
) 

 
 
 
Opposition No. 91200146 

 
United States Patent and Trademark Office 
Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, Virginia 22313-1451 

  

OPPOSERS’ TWELFTH NOTICE OF RELIANCE  
 

 Pursuant to 37 C.F.R. § 2.122 and TBMP § 704.07, Opposers Briggs & Stratton Corporation 

(“Briggs”) and Kohler Co. (“Kohler”) (collectively, “Opposers”), by and through their attorneys, 

hereby submit their Twelfth Notice of Reliance.  Opposers’ Twelfth Notice of Reliance contains the 

following attached materials:  

 1. Response Under 37 CFR 1.115 dated November 13, 1986 filed with USPTO re 

application for United States Patent No. 4,813,385 General Purpose Internal Combustion Engine 

assigned to Applicant, included as Exhibit SS1. 
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 2. Response Under 37 CFR 1.115” dated June 5, 1987 re application filed with 

USPTO for United States Patent No. 4,813,385 General Purpose Internal Combustion Engine 

assigned to Applicant, included as Exhibit SS2. 

 These United States patent file history excerpts are relevant to the functionality of the 

applied-for trademark.  Specifically, they contain admissions from Applicant of the functional 

reasons for the overall shape and configuration of the applied-for trademark.     

 The attached exhibits are marked with sequential page numbers in the upper right corner 

in the form of [Exhibit Letter – Page Number].  For example, the first page of Exhibit SS1 is 

“SS1-1” and so forth.  Where the upper right corner of a document does not allow for such 

marking, page numbers will be located along the right hand margin of the document.  For 

briefing purposes, material within this Notice of Reliance will be identified as “O12NOR” (an 

acronym for Opposers’ Twelfth Notice of Reliance).  For example, a reference to the first page 

of Exhibit SS in the trial brief would be O12NOR SS1-1.  

 
 
Dated:  October 14, 2015 

By: 

Respectfully Submitted, 
 
/s/ Robert N. Phillips     
Robert N. Phillips 
Seth B. Herring 
Reed Smith LLP 
101 Second Street 
San Francisco, CA  94105 
 
Attorneys for Opposer Briggs & Stratton 
Corporation 

Dated:  October 14, 2015 
By:

 
/s/ Kenneth Nowakowski    
Kenneth Nowakowski 
Elizabeth Townsend Bridge 
Melinda Giftos 
Whyte Hirschboeck Dudek S.C. 
535 East Wells Street, Suite 1900 
Milwaukee, WI 53202 
 
Attorneys for Opposer Kohler Co. 
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CERTIFICATE OF SERVICE 
 

 I hereby certify that a true copy of the foregoing OPPOSERS’ TWELFTH NOTICE OF 

RELIANCE was served via first class mail, postage prepaid, this 14th day of October, 2015 

upon: 
 
Vinita Ferrera, Esq. 
John Regan, Esq. 
Carrie Seares, Esq. 
Sarah R. Frazier, Esq. 
Shira C. Hoffman, Esq. 
Wilmer Cutler Pickering Hale and Dorr LLP 
60 State Street 
Boston, Massachusetts  02109-1800 
Phone: (617) 526-6448 
Fax: (617) 526-5000 
 
Kenneth R. Nowakowski 
Elizabeth Townsend Bridge 
Melinda Giftos 
Whyte Hirschboeck Dudek S.C. 
535 East Wells Street, Suite 1900 
Milwaukee, WI 53202 
Phone: (414) 273-2100 
Fax: (414) 223-5000 
 
       /s/ Deborah L. Kalahele    
       Deborah L. Kalahele 
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I 
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ｾﾷ＠ IN 'l'HE UNITED S'l'ATElS PATENT 1\NO TRADEMARK OFFICE 

Group 1\rt Unit: 342 ,., 

the application of 

Yoshinobu YAMAGUCHI et al / 

Serial Number: 793,410 ｾ＠

Filed: October. 31, 1985/ Examiner: W. Cuctlf}-ns·)d 
;'":; , , 

FOR: GENERAL-PURPOSE INTERNAL COMBUSTION ｅｎｇｉｎｅｾ＠

RESPONSE UNDER 3 7 CFR l. 115 

Honorable Commissioner 
of Patents and Trademarks 

Washington, o.c. 20231 

Dear Sir: 
June 5, 1987 

.. Ｇ｣ｾ Ｚ＠

_ .. 

In response to the Office Action of February 5, 1987, 

the time for response being extended by the enclosed request 

for a one month extension, please amend the above-entitled 

application as follows: 

IN TIJE 

Page r.-last. ｬｾ＠ before "filter", insert -- or 

ell'iptical --. 
/' ,...-- / 

Page 8, lines 2 and 4, before "filter", insert -- or 

elliptical --, 

----IN THE CLAIMS: 

Please amend Claim 1 to read as follows: 

1. (Twice Amended) 

combustion engine comprising: 

an engine 

inclined] ｾ＠ cylinder; 

coaxially with respect 

a fuel 

general-purpose internal 

and 

over said crank case: 

EXHIBIT 

ｉｾ＠

SS1-1



a main air cleaner and a muffler spose.d on 

said engine unit laterally of said 

relation to each 

closely to said recoil starter, said rn 

remotely from said recoil starter ｾ＠ above said cylinderT 

a ｰｲ･｣ｬ･｡ｮｾ＠ ectad to said main air cleaner 

and having an air inlet memp r disposed remotely from said 

muffler and positioned 

plane containing 

remote from said m1 flert and 

projecting out of a vertical 

main air cleaner which is 

herein said fuel tank, said muffler, said main 

said precleaner are compactly located within a 

space whJ h [is substantially rectangularly shaped] may be 

• circumscribed b in 

pl 

--- ｾ＠Clai.m 3, line 2, delete the nu.meral "2", and 

substitute therefor the numeral -- 1 --. 

-- ｾ＠ ___... 
Please cancel Claim 9. 

REMARKS 

The Examiner • s objection tha·t the Oath or Declaration 

is defective as set forth on the top paragraph of page 2 of the 

Office Action was withdrawn by the Examiner by telephone on 

March 10, 1987. 

The objection to the Specification as not providing 

support for the invention as claimed, has been overcome by the 

deletion in Claim 1 of the phrase "an inclined cylinder". The 
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rejection of Glaims 1 and 3 to 8 on the same grounds has also 

been overcome. 

The rejection of Claim 3 on the grounds of being 

indefinite has been overcome by making Claim 3 dependent from 

Claim 1 rather than from cancelled Claim 2. 

The rejection of Claim 3 under 35 usc 112, forth 

paragraph, as being in improper dependent form should be 

withdrawn. Amended Claim 1 now defines that said fuel tank, 

said muffler, said main air cleaner, and said precleaner are 

compactly located within a space which may be closely 

circumscribed by a rectangular outline as viewed in plan. It 

is submitted that Claim 3, as now presented, does have a 

further limitation to the subject matter of previous Claim 1. 

Claim 3 specifies, in addition, that each of said fuel tank, 

said muffler, and said main air cleaner is substantially 

rectangularly shaped as viewed in plan. In other words, 

looking at Fig, 2, not only are the main arrangement of the 

parts disposed in a compact grouping that may be closely 

circumscribed by a rectangular outline as viewed in plan, but 

the fuel tank 4, the muffler 7, and the main air cleaner 6 are 

ｾ＠ substantially rectangularly shaped as viewed in plan. It 

is accordingly respectfully requested that the Examiner 

withdraw this rejection of Claim 3. 

The Examiner has also objected to the drawings which 

must show every feature of the invention specified in the 

Claims. Therefore the substantially cylindrical filter must be 

shown or the feature cancelled from the Claim. By this 

amendment, the Specification has been revised on pages 7 and 8 

to include after the term substantially cylindrical the phrase 

"or elliptical" to correspond with the showing in Fig. 5 of the 

drawings. Since this feature is shown in the drawings as 
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·. 

filed, it is submitted that it is not new matter to ir1sert the 

phrase "or elliptical'' in the ｓｰ･｣ｩｦｩ｣｡ｴｾｯｮＮ＠ It is believed 

that the objection to the drawings has now been overcome. 
···--.. ··---· 

Claims 1 and 3-8 stand rejected as being unpatentable 

over the reference to Uuskallio in view of the reference to 

Wissmann et al and further in viel4 of the Japanese reference 

No. 56-50126. 

The reference to Uuskalli.o is dir.ected to a spilled 

fuel diverter 'tor small engines. It comprises a spilled fuel 

diverter 5 mounted on the top of gasoline tank 6, The tank 6 

i.s conventional and has a filler neck 8 that projects up from 

ita top wall and through which it is filled. The filler neck 

is threaded to receive a scre\1 on cap or closure. The spilled 

fuel diverter 5 comprises a shallow pan having a bottom wall 10 

that overlies the top wall of the tank. An upright side wall 

11 projects up from the bottom wall all around it to a level 

above the top of the filler neck. The fuel diverter pan is 

oval. in plan vi.ew with a larger radius end portion 12 at the 

aide of the fuel tank and with a ｳｭ｡ｬｬ･ｲＭｲｾ､ｩｵｳ＠ end portion ·13 

·that projects a distance beyond the tank at the side thereof 

ｾｾＲｴ･＠ from the cylinder of the engine. The filler neck 

projects ｵｰＱｯｾ｡ｲ､ｬｹ＠ through a hole in the bottom l'l'all 10 of the 

spilled ·fuel diverter. The bottom wall 10 of the fuel diverter 

pan ia inclined downwardly from the larger radius end portion 

12 to the smaller radius end portion 13 so that spilled fuel 

falling on the bottom wall of the diverter flows towards the 

small radius end at which there is a drain spout 16. The 

purpose is, of course, so that all fuel spilled when attempting 

to fill the gas tank 6 through its filler neck 8 will flow 

downwardly away from the cylinder and out of the spout 16. It 

is significant that the fuel diverter pan is described as 
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having a smaller radius end portion 13 "that projects a 

distance beyond the tank at the side thereof remote from the 

cylindet" (col. 2, lines 27 to 29). In the Claims this 

projection of the collecting pan is stated to project ｾ＠

substantial distance beyond the side of the tank that is remote 

from the eKpos_ed surfaces of said parts of the engine". 

Fig. 1 of the Uuskallio patent is a perspective view 

of a engine equipped with the spill diverter of the invention. 

To emphasize the distinction between the showing of the 

Uuskallio patent and the present invention, applicants' a r e 

submitting herewith a photocopy of the drawing sheet from the 

Uuskallio reference and have marked in red a rectangular 

outline of the engine as it would be seen in plan. This 

rectangle has been drawn to embrace the outer edge of the gas 

tank and as well the outer edge of the air cleaner. It will be 

obvious that there is a large amount of seace Within the 

rectangular. outline which doos ｮｯｾ＠ closely circumscribe the 

engine as viewed in plan. In addition, attention is invited to 

the fact that the smaller radius end portion 13 of the spilled 

fuel diverter 5 is stated to project a distance or a 

substantial distance beyond the side of the fuel tank at the 

side remote from the cylinder. In other words, when seen in 

plan the ､･ｾｩ｣･＠ of the Uuskallio patent does project outside of 

the rectangular outline shown by applicant on the attached 

drawing copy, while at the same time, portions of the cylinder 

are spaced away ｩｭ＾ｾ｡ｲ､ｬｹ＠ from the rectangular outline as well 

as one complete corner of the rectangular outline above and to 

the side of the muffler. It is not seen how the Uuskallio 

reference can be said to respond to applicant's amended main 

Claim 1 which defines that: 

5 
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Ｂｾｴｨ･ｲ･ｩｮ＠ said f uel tank, 
said muffler, s.aid main air cleaner, 
and said precleaner are compactly 
located within a space which may 
be ｣ｾｯｳ･ｬｹ＠ circumscribed by a 
rectangular outline as viewed in 
pl an . " 

Thus, the primary reference cited by the Examine.r 

fails to disclose the main feature of applicants' invention, 

namely a rectangular arrangement as recited in Claim 1 of the 

principal parts listed as the fuel tank, muffler, main air 

cleaner, and precleaner. 

The reference to Wissmann et al is no longer 

pertinent since it was cltec:'l to ·teach the use of an inclined 

cylinder in an air cooled engine. 

The Japanese reference 56-50126 is cited to teach a 

precleaner attached to a main air cleaner, noting particularly 

the embodiment of Fig. 4, but is not otherwise pertinent to 

applicants' invention. 

Applicants' contend that the failure of th.e primary 

reference and both of the secondary references to be 

anticipatory or to make applicants' invention as claimed 

obvious is a complete failure of the rejection, and it is 

respectfully requested that the rejection be withdrawn, and 

applican't:s' Claims be allowed, which action i.s respectfully 

requested. 

'l'he above amendments and remarks are believed to 

place the present applicatlon in a condition for allowance. 

If, however, minor issues remain which can be resolved by means 

of a telephone 'interview, the examiner is respectfully 

requested to contact the undersigned attorney at the 

below-listed telephone number in order to .resolve said issues. 

In the event that this paper is not considered to be 

timely filed, applicants hereby petition for an appropriate 
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---·-------------------------

extension of time, The fee for any such extension may be 

charged to our Deposit Account No, 01-2395, along with any 

other required fees • 

Respectfully· submitted., 

ARMSTRONG, NIKAIDO, MARMELSTEIN & KUSOVCIK 

Atty. case No. 
Pll54-1078-A85i013 

Suite 912 
1725 K Street, NoWo 
'iashington, D.C. 20006 

HEE/par 

Enc. 

Ｑｾｾｾ＠ / 
Hubert E. Evans 
Attorney for Applicants 
Reg. No. 15,040 

Request for one month Extension of Time 
Copy o£ Patent drawing 4,013,104 
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I 
B 

ｾﾷ＠ IN 'l'HE UNITED S'l'ATElS PATENT 1\NO TRADEMARK OFFICE 

Group 1\rt Unit: 342 ,., 

the application of 

Yoshinobu YAMAGUCHI et al / 

Serial Number: 793,410 ｾ＠

Filed: October. 31, 1985/ Examiner: W. Cuctlf}-ns·)d 
;'":; , , 

FOR: GENERAL-PURPOSE INTERNAL COMBUSTION ｅｎｇｉｎｅｾ＠

RESPONSE UNDER 3 7 CFR l. 115 

Honorable Commissioner 
of Patents and Trademarks 

Washington, o.c. 20231 

Dear Sir: 
June 5, 1987 

.. Ｇ｣ｾ Ｚ＠

_ .. 

In response to the Office Action of February 5, 1987, 

the time for response being extended by the enclosed request 

for a one month extension, please amend the above-entitled 

application as follows: 

IN TIJE 

Page r.-last. ｬｾ＠ before "filter", insert -- or 

ell'iptical --. 
/' ,...-- / 

Page 8, lines 2 and 4, before "filter", insert -- or 

elliptical --, 

----IN THE CLAIMS: 

Please amend Claim 1 to read as follows: 

1. (Twice Amended) 

combustion engine comprising: 

an engine 

inclined] ｾ＠ cylinder; 

coaxially with respect 

a fuel 

general-purpose internal 

and 

over said crank case: 

EXHIBIT 

ｉｾ＠

SS2-1



a main air cleaner and a muffler spose.d on 

said engine unit laterally of said 

relation to each 

closely to said recoil starter, said rn 

remotely from said recoil starter ｾ＠ above said cylinderT 

a ｰｲ･｣ｬ･｡ｮｾ＠ ectad to said main air cleaner 

and having an air inlet memp r disposed remotely from said 

muffler and positioned 

plane containing 

remote from said m1 flert and 

projecting out of a vertical 

main air cleaner which is 

herein said fuel tank, said muffler, said main 

said precleaner are compactly located within a 

space whJ h [is substantially rectangularly shaped] may be 

• circumscribed b in 

pl 

--- ｾ＠Clai.m 3, line 2, delete the nu.meral "2", and 

substitute therefor the numeral -- 1 --. 

-- ｾ＠ ___... 
Please cancel Claim 9. 

REMARKS 

The Examiner • s objection tha·t the Oath or Declaration 

is defective as set forth on the top paragraph of page 2 of the 

Office Action was withdrawn by the Examiner by telephone on 

March 10, 1987. 

The objection to the Specification as not providing 

support for the invention as claimed, has been overcome by the 

deletion in Claim 1 of the phrase "an inclined cylinder". The 
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rejection of Glaims 1 and 3 to 8 on the same grounds has also 

been overcome. 

The rejection of Claim 3 on the grounds of being 

indefinite has been overcome by making Claim 3 dependent from 

Claim 1 rather than from cancelled Claim 2. 

The rejection of Claim 3 under 35 usc 112, forth 

paragraph, as being in improper dependent form should be 

withdrawn. Amended Claim 1 now defines that said fuel tank, 

said muffler, said main air cleaner, and said precleaner are 

compactly located within a space which may be closely 

circumscribed by a rectangular outline as viewed in plan. It 

is submitted that Claim 3, as now presented, does have a 

further limitation to the subject matter of previous Claim 1. 

Claim 3 specifies, in addition, that each of said fuel tank, 

said muffler, and said main air cleaner is substantially 

rectangularly shaped as viewed in plan. In other words, 

looking at Fig, 2, not only are the main arrangement of the 

parts disposed in a compact grouping that may be closely 

circumscribed by a rectangular outline as viewed in plan, but 

the fuel tank 4, the muffler 7, and the main air cleaner 6 are 

ｾ＠ substantially rectangularly shaped as viewed in plan. It 

is accordingly respectfully requested that the Examiner 

withdraw this rejection of Claim 3. 

The Examiner has also objected to the drawings which 

must show every feature of the invention specified in the 

Claims. Therefore the substantially cylindrical filter must be 

shown or the feature cancelled from the Claim. By this 

amendment, the Specification has been revised on pages 7 and 8 

to include after the term substantially cylindrical the phrase 

"or elliptical" to correspond with the showing in Fig. 5 of the 

drawings. Since this feature is shown in the drawings as 

3 
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·. 

filed, it is submitted that it is not new matter to ir1sert the 

phrase "or elliptical'' in the ｓｰ･｣ｩｦｩ｣｡ｴｾｯｮＮ＠ It is believed 

that the objection to the drawings has now been overcome. 
···--.. ··---· 

Claims 1 and 3-8 stand rejected as being unpatentable 

over the reference to Uuskallio in view of the reference to 

Wissmann et al and further in viel4 of the Japanese reference 

No. 56-50126. 

The reference to Uuskalli.o is dir.ected to a spilled 

fuel diverter 'tor small engines. It comprises a spilled fuel 

diverter 5 mounted on the top of gasoline tank 6, The tank 6 

i.s conventional and has a filler neck 8 that projects up from 

ita top wall and through which it is filled. The filler neck 

is threaded to receive a scre\1 on cap or closure. The spilled 

fuel diverter 5 comprises a shallow pan having a bottom wall 10 

that overlies the top wall of the tank. An upright side wall 

11 projects up from the bottom wall all around it to a level 

above the top of the filler neck. The fuel diverter pan is 

oval. in plan vi.ew with a larger radius end portion 12 at the 

aide of the fuel tank and with a ｳｭ｡ｬｬ･ｲＭｲｾ､ｩｵｳ＠ end portion ·13 

·that projects a distance beyond the tank at the side thereof 

ｾｾＲｴ･＠ from the cylinder of the engine. The filler neck 

projects ｵｰＱｯｾ｡ｲ､ｬｹ＠ through a hole in the bottom l'l'all 10 of the 

spilled ·fuel diverter. The bottom wall 10 of the fuel diverter 

pan ia inclined downwardly from the larger radius end portion 

12 to the smaller radius end portion 13 so that spilled fuel 

falling on the bottom wall of the diverter flows towards the 

small radius end at which there is a drain spout 16. The 

purpose is, of course, so that all fuel spilled when attempting 

to fill the gas tank 6 through its filler neck 8 will flow 

downwardly away from the cylinder and out of the spout 16. It 

is significant that the fuel diverter pan is described as 

4 

SS2-4



having a smaller radius end portion 13 "that projects a 

distance beyond the tank at the side thereof remote from the 

cylindet" (col. 2, lines 27 to 29). In the Claims this 

projection of the collecting pan is stated to project ｾ＠

substantial distance beyond the side of the tank that is remote 

from the eKpos_ed surfaces of said parts of the engine". 

Fig. 1 of the Uuskallio patent is a perspective view 

of a engine equipped with the spill diverter of the invention. 

To emphasize the distinction between the showing of the 

Uuskallio patent and the present invention, applicants' a r e 

submitting herewith a photocopy of the drawing sheet from the 

Uuskallio reference and have marked in red a rectangular 

outline of the engine as it would be seen in plan. This 

rectangle has been drawn to embrace the outer edge of the gas 

tank and as well the outer edge of the air cleaner. It will be 

obvious that there is a large amount of seace Within the 

rectangular. outline which doos ｮｯｾ＠ closely circumscribe the 

engine as viewed in plan. In addition, attention is invited to 

the fact that the smaller radius end portion 13 of the spilled 

fuel diverter 5 is stated to project a distance or a 

substantial distance beyond the side of the fuel tank at the 

side remote from the cylinder. In other words, when seen in 

plan the ､･ｾｩ｣･＠ of the Uuskallio patent does project outside of 

the rectangular outline shown by applicant on the attached 

drawing copy, while at the same time, portions of the cylinder 

are spaced away ｩｭ＾ｾ｡ｲ､ｬｹ＠ from the rectangular outline as well 

as one complete corner of the rectangular outline above and to 

the side of the muffler. It is not seen how the Uuskallio 

reference can be said to respond to applicant's amended main 

Claim 1 which defines that: 

5 
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Ｂｾｴｨ･ｲ･ｩｮ＠ said f uel tank, 
said muffler, s.aid main air cleaner, 
and said precleaner are compactly 
located within a space which may 
be ｣ｾｯｳ･ｬｹ＠ circumscribed by a 
rectangular outline as viewed in 
pl an . " 

Thus, the primary reference cited by the Examine.r 

fails to disclose the main feature of applicants' invention, 

namely a rectangular arrangement as recited in Claim 1 of the 

principal parts listed as the fuel tank, muffler, main air 

cleaner, and precleaner. 

The reference to Wissmann et al is no longer 

pertinent since it was cltec:'l to ·teach the use of an inclined 

cylinder in an air cooled engine. 

The Japanese reference 56-50126 is cited to teach a 

precleaner attached to a main air cleaner, noting particularly 

the embodiment of Fig. 4, but is not otherwise pertinent to 

applicants' invention. 

Applicants' contend that the failure of th.e primary 

reference and both of the secondary references to be 

anticipatory or to make applicants' invention as claimed 

obvious is a complete failure of the rejection, and it is 

respectfully requested that the rejection be withdrawn, and 

applican't:s' Claims be allowed, which action i.s respectfully 

requested. 

'l'he above amendments and remarks are believed to 

place the present applicatlon in a condition for allowance. 

If, however, minor issues remain which can be resolved by means 

of a telephone 'interview, the examiner is respectfully 

requested to contact the undersigned attorney at the 

below-listed telephone number in order to .resolve said issues. 

In the event that this paper is not considered to be 

timely filed, applicants hereby petition for an appropriate 
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---·-------------------------

extension of time, The fee for any such extension may be 

charged to our Deposit Account No, 01-2395, along with any 

other required fees • 

Respectfully· submitted., 

ARMSTRONG, NIKAIDO, MARMELSTEIN & KUSOVCIK 

Atty. case No. 
Pll54-1078-A85i013 

Suite 912 
1725 K Street, NoWo 
'iashington, D.C. 20006 

HEE/par 

Enc. 

Ｑｾｾｾ＠ / 
Hubert E. Evans 
Attorney for Applicants 
Reg. No. 15,040 

Request for one month Extension of Time 
Copy o£ Patent drawing 4,013,104 
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